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DETAILED ACTION 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 1-9,11 and 14 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Petersen (US 5.548.837). 

Petersen discloses disclose an instrument for positioning a cup component of an 
orthopedic joint prosthesis, having a shaft (81, figure 7), and a flange (see figure below) 
towards the end of the shaft on which the cup component (figure 7) can be fixed, which 
extends from the shaft transversely, and which can be retracted from an in-use position 
(column 7, lines 62-67 and column 8, lines 1-8 and 33-43) in which the flange can be 
received in a groove in the internal surface of the cup component, when positioned over 
the end of the instrument, and a retracted position (figure 7b) in which the flange is 
withdrawn towards the axis of the shaft from the in-use position, allowing the cup 
component (see figure below) to be released from the instrument, in which the 
instrument includes a transverse support (see figure below) which extends generally 
parallel to the flange, and in which the flange comprises at least two radially spaced 
apart flange portions (see figure below), at least one of the flange portions being 
retractable as specified above while being supported by the support, the movement of 
the retractable flange portion between the retracted and in-use positions being in a 
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direction which is parallel to the support, the retractable flange portion being biased 
towards the in-use position (column 8, lines 9-16 and 33-43) by means of a spring 
element (1 07, figure 8) which is made of a non-metallic material other than the flange 
portion (column 5, line 57), and the flange being made of a non-deformable metal 
(column 8, lines 6-7). The instrument further has a pair of opposite support surfaces 
(see figure below) which the side of the retractable flange portion facing towards the 
end of the instrument can slide against. The spring element further is positioned 
between the flange portion and the axis of the shaft and is compressed elastically by the 
by the flange portion when the portion is move from its in-use position towards its 
retracted position (column 7, lines 62-67 and column 8, lines 1-8 and 33-43), the spring 
element being an O-ring which is positioned between the retractable flange portion and 
the shaft (column 5, line 57). The face of the flange which faces towards the end of the 
shaft is chamfered at its edge (column 7, lines 65-67), and the cup component being a 
cup component of a joint prosthesis (column 2, lines 48-49). 
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FIG. 8 




3. Claims 1,3-4, 12, and 14 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Rehmann et al. (US 5,540,697). 

Rehmann et al. disclose an instrument for positioning a cup component of an 
orthopedic joint prosthesis, having a shaft (see figure below), and a flange (see figure 
below) towards the end of the shaft on which the cup component (see figure below) can 
be fixed, which extends from the shaft transversely, and which can be retracted from an 
in-use position (figure 2) in which the flange can be received in a groove in the internal 
surface of the cup component, when positioned over the end of the instrument, and a 
retracted position (figure 3) in which the flange is withdrawn towards the axis of the 
shaft from the in-use position, allowing the cup component to be released from the 
instrument, in which the instrument includes a transverse support (see figure below) 
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which extends generally parallel to the flange, and in which the flange comprises at 
least two radially spaced apart flange portions (figure 4), at least one of the flange 
portions being retractable as specified above while being supported by the support, the 
movement of the retractable flange portion between the retracted and in-use positions 
being in a direction which is parallel to the support, the retractable flange portion being 
biased towards the in-use position. The support presents a pair of opposite support 
surfaces (see figure below) and the retractable flange portion slides between them, and 
the support presents a support surface which the side of the retractable flange portion 
facing towards the end of the instrument can slide against (figures 2 and 3). The device 
has at least three radially spaced apart flanges (figure 4) and a cup component of a joint 
prosthesis (see figure below). 
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35 USC § 103 



4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 



obviousness rejections set forth in this Office action: 



(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 



5. Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Petersen (US 5,584,837) in view of Cohen et al. (US 5,571,200). 



Petersen discloses the claimed invention except for the instrument having a soft 
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cap positioned between the flange and the end of the shaft and which at least partially 
surrounds the end of the shaft. 

Cohen et al. disclose an instrument for positioning a cup component of an 
orthopedic joint prosthesis, having a soft cap (60, figures 7a-7b) which is positioned 
between the flange and the end of the shaft and is at least partially surrounded by the 
end of the shaft to create an interference fit between the cup (column 5, lines 22-29). 
Accordingly it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have constructed the device of Petersen to have a soft cap to 
create an interference fit between the cup. 

6. Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Petersen (US 5,584,837) in view of Schroeder (US 6,1 32,469). 

Petersen discloses the claimed invention except for the instrument including a 
plate which is fixed relative to the shaft with the flange between the plate and the end of 
the shaft for engaging the open mouth of the cup component to apply force to it in which 
the edge of the plate is chamfered so that its transverse dimension is greatest about the 
surface which contacts the cup component. 

Schroeder discloses an instrument for positioning a cup component of an 
orthopedic joint prosthesis, having including a plate (111, figures 6-7, and 17-19) which 
is fixed relative to the shaft with the flange (115, figures 6-7, and 17-19) between the 
plate and the end of the shaft for engaging the open mouth of the cup (41 , figures 1 7- 
19) component to apply force to it (column 4, lines 52-55) in which the edge of the plate 
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is chamfered so that its transverse dimension is greatest about the surface which 
contacts the cup component to provide for an even and peripherally uniform load 
distribution upon the shell (column 4, lines 58-60). Accordingly it would have been 
obvious to one of ordinary skill in the art at the time the invention was made to have 
constructed the device of Petersen to have a plate fixed relative to the shaft with the 
flange to provide for an even and peripherally uniform load distribution upon the shell. 



Conclusion 

7. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. See Attached PTO-892. 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to MATTHEW LAWSON whose telephone number is 
(571)270-7375. The examiner can normally be reached on M-F, 8am-5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Thomas Barrett can be reached on 571-272-4746. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/MATTHEW LAWSON/ 
Examiner, Art Unit 3775 



/Thomas C. Barrett/ 
Supervisory Patent Examiner, Art 
Unit 3775 



